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DECISIONS OF THE COMMISSIONER OF PATENTS 


Label Registration 

Cray, A. C.: Application to register a label entitled, “The 
Neutral Game of War, Peace & Indemnity,’ employing flags of 
many foreign warring nations. The flag is not used offensively, 
but in a sense descriptive of the game. In view, however, of the 
prohibition against the registration of a flag as a trade-mark, and 
on the grounds of public policy, the office should refuse to encourage 
the use of the flag of any nation for advertising purposes, and the 
registration is refused.’ 

1 Ex parte, Biddle Corporation, 126 Ms, Dec. 44, March 4, 1918. 


McILHENNY CompPANY v. LoweEe.Lu R. Garipry 


United States Circuit Court of Appeals 
Fifth Circuit, July 29, 1918 


1. Trape-Marxk Recistration—CaNCELLATION—EFFECT. 

The cancellation of a trade-mark registration on the petition of a 
third party does not estop the registrant to assert a claim of right to 
the exclusive use of the mark. The right is independent of the regis- 

‘ tration, and the cancellation cannot extinguish a right which the regis- 
tration did not confer. 
2. ‘TRapE-MarK—NAME or PaTENTED ARTICLE. 

The fact of the issuance and expiration of a patent for a process 
of making a pepper sauce and for the product thereof, does not 
affect the right to a trade-mark used on the patentee’s product made 
by another process, not covered by the patent. 

3. Parties AND Privies—Res Apsvupbicata. 

A manufacturer, joined with a dealer as defendant in a trade- 
mark infringement suit arising out of the sale of the dealer’s product, 
but who is neither served with process, appears in the action nor con- 
tributes to the defense is not bound by the judgment. The fact that 
attorneys retained by him prepared the answer which was interposed 
by the dealer does not cause the judgment to work an estoppel against 
the manufacturer 

4. Trape-Mark—GeoorapHicaL TERMS. 

The name “Tabasco”, being the name of one of the states of 
Mexico, is a good trade-mark for defendant’s pepper sauce. It never 
was indicative of the place of manufacture, nor of the place of origin 
of the pepper from which it is made. It has no geographical signifi- 
cance as applied to defendant’s product. 
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5. Unrarr ComMpetTition—THREATENED LEGAL PROCEEDINGS. 

Where one, who claims to be entitled to the exclusive use of a 
trade-mark, warns dealers against invasion of those rights, in an action 
to recover damages predicated on the invalidity of his claim to such 
trade-mark, his liability is dependent not on such invalidity, but on his 
bad faith in issuing the warnings. Fraud is the gist of the action, 
which cannot be sustained in its absence. 

On writ of error and cross writ of error from a judgment of 
the United States District Court for the Eastern District of 
Louisiana, awarding plaintiff damages in the sum of one thousand 


($1,000.00) dollars. 


Philip H. Mentz and Louis H. Burns, for plaintiff. 
Charles Payne Fenner and Joseph S. Clark (Edward S. Rogers, 
on the brief), for defendant. 


Before Parper, Waker and Bares, Circuit Judges. 


Waker, C. J.: This was an action by Lowell R. Gaidry, a 
citizen of Louisiana and a manufacturer of a sauce called “Tabasco 
Pepper Sauce,” against McIlhenny Company, a corporation or- 
ganized under the laws of the State of Maine, to recover damages 
for alleged wrongful conduct of the defendant in interfering with 
the plaintiff’s business by falsely and in bad faith representing, by 
papers, circulars and letters, to dealers throughout the country, 
including those who have handled the plaintiff’s product, that the 
defendant has an exclusive trade-mark right in the name Tabasco, 
and threatening legal proceedings, including injunctions, and de- 
mands for accounting of profits, against those who handle any sauce 
called Tabasco unless made by the defendant. The parties will be 
referred to as they were designated in the trial court. A jury was 
waived, and the court made special findings of fact, upon which was 
predicated its judgment in favor of the plaintiff, assessing damages 
at the sum of one thousand dollars. Each of the parties sued out 
a writ of error to obtain a review of that judgment. The plain- 
tiff claims that he has the right to use the word Tabasco in the 
name of the sauce he produces and puts on the market, and that 
the defendant falsely and in bad faith pretends to believe that it 
has the exclusive right to use that word as the name of a sauce and 
holds itself out to the trade as the owner of a trade-mark in that 
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LOWELL R. GAIDRY 
word as a name for a pepper sauce, the defendant well knowing that 
its claim that it has an exclusive right to use the name Tabasco as 
applied to a sauce is false and fradulent, such claim being made 
solely to injure its competitors in business and particularly the 
plaintiff. The claim of the defendant is that it has the exclusive 
right to use the word Tabasco in connection with pepper sauce, and 
that the plaintiff is not legally justified in complaining of the con- 
duct of the defendant in asserting that right, claimed in good faith, 
and in undertaking to maintain it. 

The plaintiff contends that certain incidents in the history of 
the defendant and of its predecessors in the sauce making business 
have the effect of conclusively establishing the falsity of the de- 
fendant’s claim that it has an exclusive right to the use of the name 
Tabasco in connection with a sauce and of showing that the de- 
fendant’s continued assertion of that claim is fraudulent and in bad 
faith and is made solely for the wrongful purpose of injuring its 
competitors in business, including the plaintiff. The defendant, on 
the other hand, sets up the claim that the plaintiff was so connected 
with a suit brought by the defendant in the District Court of the 
United States for the Southern District of New York as to be bound 
and concluded by the decree rendered in that suit, which adjudged 
that the defendant in this suit has the exclusive right to use the word 
Tabasco in connection with pepper sauce, though the plaintiff was 
not served with process in that suit and did not formally appear 
therein. The incidents relied upon by the plaintiff to sustain its 
last-mentioned contention are: (1) The judgments rendered in 
certain suits between the defendant and third parties with whom the 
plaintiff is not in privity, in which suits the defendant unsuccess- 
fully asserted the claim that it had the exclusive right to use the 
word Tabasco in connection with pepper sauce; (2) the expiration 
of a United States patent issued in 1870 to Edmund Mcllhenny, 
through whom the defendant claims, for a method or process of 
making or compounding a sauce; and (3), the cancellation of a 
registration in the United States Patent Office, on the application of 
the defendant’s predecessor, of the name Tabasco as a trade-mark. 
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As the plaintiff was not a party to either of the suits in which 
judgments adverse to the claim of the defendant were rendered and 
was not in privity with either of the parties in whose favor such 
judgments were rendered, he was not bound thereby. To hold that 
those judgments were conclusive against the defendant in favor of 
the plaintiff, who was unaffected thereby, would be giving to them 
the effect of creating an estoppel which is not mutual. After the 
rendition of those judgments the successful parties thereto re- 
linquished in favor of the defendant all rights conferred thereby 
upon the former. Such relinquishments conferred no right upon 
the defendant as against the plaintiff, who was a stranger to such 
judgments, for the same reason that the judgments themselves con- 
ferred no right upon the plaintiff as against the defendant. The 
rendition of those judgments did not have the effect of creating a 
legal obstacle to the assertion by the defendant against the plain- 
tiff of the former’s claim that it has the exclusive right to use the 
name Tabasco in connection with a pepper sauce. As precedents 
those judgments—one of which was rendered by the District Court 
of the United States for the Southern District of Texas and the 
other by the Supreme Court of Louisiana [New Iberia Extract of 
Tabasco Pepper Co., Ltd. v. E. McIlhenny’s Sons, et al., 3 T. M. 
Rep. 139]—are not controlling in this court. 

As above stated, the patent issued in 1870 to a predecessor of 
the defendant was for a method or process of making or compound- 
ing a pepper sauce. The following were the claims of the patent: 
“1. The pepper sauce prepared of the ingredients therein set 
forth, substantially in the manner specified. 2. The herein de- 
scribed process of preparing pepper sauce from the ingredients, in 
about the proportions set forth.” The following was a finding of 
the court: “The process thus patented was abandoned by Edmund 
Mcllhenny shortly after the patent was issued and has not been 
used since by him, or his successors in title, and is not used by the 
plaintiff.” What was patented was the described process of pre- 
paring pepper sauce and the pepper sauce prepared in accordance 
with the patented process. There was no finding to the effect that 
during the life of the patent the word Tabasco came to be the 
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identifying name of the thing patented, distinguishing it from other 
things, and the evidence was not such as to justifying such a find- 
ing. On the contrary, the evidence without conflict showed that 
from the time of the abandonment by the patentee of the patented 
process the word Tabasco was continuously used by the patentee 
in the name of a sauce not made by the patented process. There 
was no finding that the patented process was used by any one after 
it was abandoned by the patentee shortly after the patent was 
issued, and there was an absence of evidence to prove that after 
such abandonment the word Tabasco was in actual use to describe 
either the patented process or the sauce made according to that 
process. The ruling in the case of Singer Mfg. Co. v. June Mfg. Co., 
163 U. S. 169, was to the effect that on the expiration of a patent the 
public has the right to make the patented article and to use the 
identifying name of it which, with the consent or acquiescence of 
the patentee, it came to be known by while the patent was in force 
and had at the time of the expiration of the patent. That ruling 
furnishes no support for the proposition that the expiration of a 
patent gives the public the right to use in the name of a thing other 
than the patented one a word which, during the life of the patent, 
came to be the identifying name of a product of the patentee which 
never had, and for which he never claimed, the protection of the 
patent. If Edmund Mcellhenny, prior to the expiration of the 
patent to him, had acquired the exclusive right to use the word 
Tabasco with reference to a sauce not made by the patented process, 
that right was not extinguished by the expiration of the patent, as 
the patent had nothing to do with the acquisition of it. The ex- 
piration of the patent did not have the effect of conferring on the 
public, or the plaintiff as a part of it, any right with reference to 
the name of a thing which was not a subject of the patent. From 
the fact that the defendant has no exclusive right to use the patented 
process it does not follow that it has not the exclusive right the 
assertion of which by it is complained of by the plaintiff. 

The cancellation, on the opposition of a competitor, of the regis- 
tration by the defendant’s predecessor of the word Tabasco as a 
trade-mark under the Federal Trade-Mark Act of February 20, 
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1905 (9 U. S. Comp. Stat. Ann., 1916, §§ 9485, et seq.) does not 
stand in the way of the assertion by the defendant that it has the 
exclusive right which it claims in this suit. That act, which made 
provision for the registration of trade-marks “used in commerce 
with foreign nations, or among the several states, or with Indian 
tribes,” and which conferred certain benefits upon registrants there- 
under, did not purport to make registration under it the prerequisite 
to the acquisition or continued existence of an exclusive right to use 
a word or symbol, as a trade-mark. If the defendant’s predecessor 
had the exclusive right which the defendant asserts in this suit, 
that right was not extinguished by the cancellation of the registra- 
tion mentioned. If the trade-mark exists, it exists independently of 
the registration. The cancellation of a registration does not ex- 
tinguish a right which the registration did not confer. Edison v. 
Thomas A. Edison, Jr., Chemical Company, 128 Fed. Rep. 1013; 
Capewell Horse Nail Co. v. Mooney, 172 Fed. Rep. 826. Neither 
of the incidents relied upon by the plaintiff is inconsistent with the 
assertion in good faith by the defendant that it has the exclusive 
right to use the word Tabasco in connection with pepper sauce. 

By a plea or exception the defendant set up as an adjudication 
binding on the plaintiff a decree rendered by the District Court 
of the United States for the Southern District of New York en- 
joining Edward L. White “from using or offering to customers or 
otherwise dealing in or with a pepper sauce labelled “Tabasco 
Pepper Sauce’ manufactured by the defendant Lowell R. Gaidry, or 
any other pepper sauce in the name of which or in connection with 
which the word ‘Tabasco’ is used excepting only the pepper sauce 
manufactured by the complainant.” The defendant in the pending 
suit was the plaintiff in the suit in which the decree mentioned was 
rendered, and its bill of complaint in that suit named as defendants 
Edward L. White and Lowell R. Gaidry, the plaintiff in the pend- 
ing suit, but the latter was not served with process in that suit and 
did not in person or by attorney appear therein. White was repre- 
sented in that case by Theodore F. Kuper, a New York lawyer. 
Mr. Kuper was not employed by Gaidry or authorized to act for 
him, but Gaidry did employ other attorneys in New York, who 





a 




















MCILHENNY COMPANY V. LOWELL R. GAIDRY 





prepared an answer for White which the latter’s attorney filed in the 
suit. There were some negotiations looking to Gaidry paying Mr. 
Kuper a fee for making a defense for White in the suit, and also to 
arranging for Gaidry’s attorneys appearing in the suit for White 
and defending it in his name, but these negotiations did not result 
either in Gaidry paying a fee to White’s attorneys or in Gaidry’s 
attorneys appearing in the case for either White or Gaidry. The 
decree rendered was the result of an agreement entered into between 
the attorney for the plaintiff in the case and White’s attorney after 
it had become apparent that Gaidry would not pay a fee to White’s 
attorney and that his own attorneys would not appear in the case 
or participate in the conduct of it in court. The preparation by 
Gaidry’s attorneys of an answer for White, which was filed by the 
latter’s attorney, and the negotiations with the result, or lack of 
result, above indicated were not enough to make the decree rendered 
in the case binding upon the plaintiff in the pending case. One 
having an interest in defeating the relief sought in a suit may, by 
openly taking charge of and conducting the defense therein, become 
bound by the result of the suit, though he was not a party thereto 
on the record. But one who was not a party on the record and who 
did not in person or by an authorized representative either appear in 
the case or participate in the control or conduct of it in court is not 
bound by the result of it in consequence of an attorney employed 
by him preparing a pleading in the case and furnishing it to the 
attorney for a party on the record. Such defense as was made in 
the case in which the decree mentioned was rendered was not con- 
ducted or participated in by Gaidry or by any one appearing in 
court who was authorized to represent or act for him. Neither he 
nor his authorized representative openly took charge of the defense 
or participated in the conduct of it in court. He never became a 
party to the suit either nominally or by participating in person or 
by attorney in the conduct of it in court. He had no such connec- 
tion with the case as would have the effect of making him bound by 
the decree rendered in it. Bigelow v. Old Dominion Copper Co., 
225 U.S. 111; Rumford Chemical Works v. Hygienic Chemical Co., 


215 U. S. 156; Hauke v. Cooper, 108 Fed. 922. The exception of 
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res adjudicata was properly overruled. We do not think that it 
was made to appear that anything had happened that is entitled to 
be given the effect of estopping or precluding the parties, or either 
of them, in favor of his or its adversary, from making the opposing 
claims respectively relied on. 

There was uncontroverted evidence to the following effect: 
Several years prior to 1868 a man who at the time had recently 
come from Mexico gave to Edmund MclIlhenny some peppers having 
a peculiar and agreeable flavor and aroma, all or a part of which 
were planted by Mr. MclIlhenny on his place on Avery Island, near 
New Iberia, Louisiana, and thereafter he continued to grow them 
there, he being the first person to grow these peppers in the United 
States. In 1868 he began the manufacture and sale of a table 
sauce made from that pepper, marketing it in a distinctive bottle 
bearing a distinctive label, conspicuous words on which were 
“Tabasco—Pepper Sauce,’ the word Tabasco being separated 
from the other two words by stars. The business so started was 
continuously conducted by its founder until his death in 1890 and 
thereafter by a firm composed of his widow and children until the 
defendant corporation, controlled by the same family, was formed, 
and succeeded to the business, which it still carries on. There was 
no name by which the kind of pepper mentioned was known when 
Mr. Mcllhenny began to grow it or when he started the manufacture 
and sale of the sauce made from it. Afterwards it came to be 
known as Tabasco pepper, though it was and is also called bird 
pepper. In the application made by Mr. MclIlhenny in 1870 for 
the patent issued to him in that year it was referred to as “the 
pepper known in the market as Tabasco pepper.” In 1887 it was 
listed as Tabasco pepper in the catalog of a New Orleans seed 
dealer. In 1888 is was described by a botanist of Geneva, New 
York, as a new variety, and he named it “Tabasco Pepper.” This 
was the first time it was recognized botanically and under that name. 
Edmund Mcllhenny and the immediate successors to his business 
were the exclusive manufacturers of a sauce for the market made 
from that pepper, and in the name of which the word Tabasco was 
used, from 1868 until 1896. In the latter year a rival in Texas 
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commenced the manufacture and sale of a sauce labelled “Tabasco 
Pepper Sauce.” Thereafter others in different parts of the country 
did likewise. The defendant and its immediate predecessor, act- 
ing on the advice of reputable counsel who were fully apprised of 
the facts, continuously and actively, by suits and otherwise, asserted 
the exclusive right to use the word Tabasco in connection with a 
pepper sauce. Some of its competitors desisted when informed of 
the defendant’s claim and of the facts relied on to support it. 
Others, including the plaintiff, who first put his sauce on the market 
in 1911, persisted, denying the validity of the defendant’s claim of 
exclusive right. The word Tabasco became so identified with the 
sauce made and sold by Edmund Mcllhenny and his successors that, 
after as well as before other similar sauces were offered for sale by 
others, orders for Tabasco given to dealers in sauces were generally 
understood by both buyer and seller to call for the McIlhenny 
product unless another make was specified, and in places where 
food is served—hotels, restaurants, or private residences—one de- 
siring the hot sauce identified by the MclIlhenny bottle and label 
usually could make the fact known by asking for Tabasco or 
Tabasco sauce without otherwise indicating what was wanted. It 
is quite obvious that hot pepper sauces other than the defendant’s 
which are successfully marketed under the name Tabasco share 
in the benefits of the good will in part at least acquired by the 
defendant’s product before there was any competition in the 
business. 

The court made findings of fact which, with an exception to be 
stated, were such as the above stated evidence called for. Among 
the findings was the following: “The defendant and its predeces- 
sors in title in good faith have claimed a common law trade-mark in 
the word ‘Tabasco,’ and until the year 1896 had the exclusive use 
of the trade-mark, but since that time other manufacturers of pepper 
sauce have used the word Tabasco in connection with their manufac- 
tured product. That the word ‘Tabasco’ as applied to pepper sauce is 
generic and indicates quality, ingredients and place of origin of the 
pepper from which it is made.” The court overruled motions made 
by the defendant that the concluding sentence of the above quoted 
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finding be cancelled and eliminated and that the following be in- 
corporated among the court’s findings of fact: “That the word 
Tabasco as applied to pepper sauce indicates origin of manufacture, 
that is to say, that the sauce to which the term is applied is the sauce 
made by E. McIlhenny of New Iberia, Louisiana, and his successors 
in title.’ The rulings mentioned are duly presented for review. 
The ground urged in support of the motion to cancel and eliminate 
was that the finding at which that motion was aimed was unsup- 
ported by evidence. In support of the motion to incorporate the 
proposed finding above set out it was contended that the uncontro- 
verted evidence justified such a finding. Another finding made by 
the court was the following: ‘The plaintiff has suffered damage by 
the publication of the circulars and letters of defendant amounting 
to the sum of one thousand dollars.” 

Before Edmund MclIlhenny began the manufacture and sale 
of his sauce the word Tabasco had an established meaning. It was 
and is the name of one of the states of Mexico. In a suit quite 
similar to the pending one, brought by a rival pepper sauce manu- 
facturer against the defendant’s immediate predecessor in business, 
the Supreme Court of Louisiana decided that the plaintiff in that 
suit was entitled to recover damages resulting from conduct of the 
defendant’s predecessor in claiming, by letters and circulars ad- 
dressed to dealers in pepper sauce, that it had the exclusive right 
to use the word Tabasco as a designation of its product, and threat- 
ening with suits for infringement all persons who might buy, sell 
or use the product manufactured by the plaintiff in the suit, with 
the object and purpose of frightening dealers and users of the 
product of the plaintiff in the suit from buying, selling or using 
that product. That court in deciding that case, following a ruling 
made by the Court of Appeals of the District of Columbia in the 
case involving the cancellation of the registration by the defendant’s 
predecessor of the word Tabasco as a trade-mark [MclIlhenny’s 
Son v. New Iberia Extract Co., 153 O. G. 547], ruled that that 
word was not subject to exclusive appropriation because it had a 
geographical meaning. New Iberia Eztract Co. v. McIlhenny’s 
Son, 61 So. 1380 [3 T. M. Rep. 139]. We understand it to be a 
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contention of the counsel for the plaintiff in the pending suit that 
the previous rendition of such decisions in litigated cases to which 
the defendant’s predecessor was a party had the effect of conclu- 
sively showing that the defendant was lacking in good faith in per- 
sisting in the assertion of an exclusive right which had been so ex- 
plicitly ruled against in the only cases in which the question had 
been contested on its merits to a final conclusion. Such conclusive 
effect in favor of the plaintiff cannot be accorded to decisions ren- 
dered in favor of parties with whom he is not in privity, especially 
when those decisions are not reconciliable with later rulings which 
are authoritative and controlling. In the case of Baglin v. Cusenier 
Co., 221 U. S. 580 [1 T. M. Rep. 147], it was decided that the fact 
that the primary meaning of the word Chartreuse was geographical, 
being the name of a locality and of a monastery in France, did not 
prevent the acquisition of the exclusive right to use it as the desig- 
nation of a liqueur made by the Monks of the Monastery of La 
Grande Chartreuse. Speaking of the use of the word by the Monks 
as a designation of their product, the court said: 


“If it be assumed that the Monks took their name from the region in 
France in which they settled in the Eleventh Century, it still remains true 
that it became peculiarly their designation. And the word ‘Chartreuse’ as 
applied to the liqueur which for generations they made and sold cannot 
be regarded in a proper sense as a geographical name. It had exclusive 
reference to the fact that it was the liqueur made by the Carthusian Monks 
at their Monastery. So far as it embraced the notion of place, the descrip- 
tion was not of a district, but of the Monastry of the Order—the abode of 


the Monks—and the term in its entirety pointed to production by the 
Monks.” 


In the case of Hamilton-Brown Shoe Co. v. Wolf Brothers & 
Co., 240 U. S. 251 [6 T. M. Rep. 169], the right of a manufacturer 
to use the words “The American Girl” as a trade-mark for shoes 
made by it was sustained. It was said in the opinion rendered in 
that case: 


“We do not regard the words ‘The American Girl’, adopted and em- 
ployed by complainant in connection with shoes of its manufacture, as be- 
ing a geographical or descriptive term. It does not signify that the shoes 
are manufactured in America, or intended to be sold or used in America, 
nor does it indicate the quality or characteristics of the shoes. Indeed, it 
does not, in its primary signification, indicate shoes at all. It is a fanciful 
designation, arbitrarily selected by complainant’s predecessors to designate 
Shoes of their manufacture. We are convinced that it was subject to 
appropriation for that purpose, and it abundantly appears to have been 
appropriated and used by complainant and those under whom it claims.” 
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The rulings just referred to establish the proposition that the 
fact that a word or expression has a geographical meaning does not 
prevent its appropriation as a trade-mark or as the designation of a 
manufacturer’s or dealer’s product when it is so used as not to have 
a geographical or descriptive signification, nor make legally im- 
possible the assertion in good faith of a claim of exclusive right 
to use such word or expression for a non-geographical and non- 
descriptive purpose, even though such use may result or have re- 
sulted in its acquiring a new meaning or new meanings separate 
and distinct from the one it had before. Uncontradicted evidence in 
the pending case was to the effect that when Edmund Mcllhenny 
adopted the word Tabasco in the designation of the pepper sauce 
manufactured and sold by him he did not use it as a geographical or 
descriptive term. It is obvious that it did not indicate the place 
of manufacture. It did not indicate the kind of pepper which was 
the principal ingredient of the sauce, as that pepper was not then 
known by that name, it having afterwards acquired the name of 
Tabasco pepper, apparently because it was the pepper from which 
Tabasco sauce was made. Much testimony was adduced to prove 
that the kind of pepper used in making the defendant’s sauce was, 
at the time the testimony was given and for many years before, 
known and dealt in as Tabasco pepper. This was not controverted. 
But there was no evidence tending to prove that when the defend- 
ant’s first predecessor in business adopted the word Tabasco as the 
designation of his sauce that pepper had ceased to be an unnamed 
variety. Nor was there any evidence to support the conclusion that 
the word indicated the place of origin of the pepper from which 
the sauce was made. There was no evidence tending to prove that 
the first of such peppers which were obtained and planted by 
Edmund MclIlhenny came from the State of Tabasco or from a 
locality having that name. The word as it theretofore had been 
used was not indicative of the quality, characteristics or ingredients 


of the sauce in connection with which the defendant’s predecessor 
first made use of it. 


We think the uncontroverted evidence was 
such as to call for favorable action on the motions made by the de- 
fendant to the effect that an above-quoted finding by the court be 
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cancelled and eliminated, and that the following be incorporated 
among the court’s findings of fact: “That the word Tabasco as 
applied to pepper sauce indicates origin of manufacture; that is 
to say, that the sauce to which the term is applied is the sauce made 
by E. McIlhenny, of New Iberia, Louisiana, and his successors in 
title.” It is not to be denied that the decisions in the two cases 
last cited constitute such authoritative recognition of the legal prop- 
ositions relied on to support the claim of an exclusive right to use 
the word Tabasco in connection with a pepper sauce, continuously 
and persistently made, in the circumstances disclosed by the evi- 
dence, by the defendant and its predecessors for many years, as to 
negative the absence of good faith on the defendant’s part in its 
assertions of that claim which occasioned the institution of this 
suit. 

The findings of fact, including the one which it has been held 
the defendant was entitled to have made, did not constitute a proper 
predicate for the judgment rendered. The gist of the action was 
the alleged assertion in bad faith by the defendant of a claim of 
exclusive right to the use of the word Tabasco in connection with 
a pepper sauce. One of the court’s findings was to the effect that 
the claim of the defendant and its predecessors was made in good 
faith, and there was evidence to support that finding. Where one, 
believing himself to have an exclusive right to use a word as a 
designation of his goods in good faith warns dealers against inva- 
sion of his supposed right, a mistake on his part as to the validity 
of his claim does not render him liable to an action by another the 
sale of whose products was interfered with by the giving of such 
notice and warning. John W. Lovell Co. v. Houghton, 116 N. Y. 
520,6 L. R. A. 363; Havey v. Rubber Tip Pencil Co., 57 N. Y. 119; 
15 Am. Rep. 470; 25 Cyc. 562. It may be assumed, without being 
decided, that there was evidence to support the finding that “the 
plaintiff has suffered damage by the publication of the circulars and 
letters of the defendant amounting to the sum of one thousand dol- 
lars.” That finding by itself is not enough to support the legal con- 
clusion that the defendant was liable for the pecuniary loss sustained 
by the plaintiff. Findings of fact which were made, negative the con- 
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clusion that the defendant was guilty of the alleged conduct which 
was made the basis of the plaintiff's demand. It follows that the 
judgment presented for review cannot be sustained. It is reversed, 
and a judgment in favor of the defendant will be here entered. 


[As to the right to enjoin false statements of infringement on rights 
claimed under patents or trade-marks, see Emack v. Kane, 34 Fed. Rep. 46 
(51); Davison v. National Harrow Co., 103 Id. 360; Adriance Platt & Co. 
v. National Harrow Co., 98 Id. 118; A. B. Farquar Co. v. International 
Harrow Co., 102 Id. 714; Baltimore Car Wheel Co. v. Bemis, 29 Id. 95; 
International Cheese Co. v. Phoenix Cheese Co., N. Y. Law Journal, April 
5, 1907; Racine Paper Goods Co. v. Dittgen, 171 Fed. Rep. 631; United 
Electric Co. v. Creamery Package Mfg. Co., 203 Id. 53.] 


Wonper Mra. Co. v. BLock, ET AL. 
(249 Fed. Rep. 748) 


United States Circuit Court of Appeals 
Ninth Circuit, May 6, 1918 


1. Trape-MarkK—INFRINGEMENT. 

The trade-mark “Wizard” for insoles is infringed by the use of 

the word “Wonder” upon goods identical in appearance. 
2, Trape-Mark—Descriptive Terms. 

The terms “Arch Builder” and “Heel Leveler” as applied to in- 
soles for shoes are not descriptive and are susceptible of exclusive ap- 
propriation. 

Appeal from a judgment of the United States District Court 
for the Northern District of California, in favor of plaintiff, for 
infringement of patents and trade-marks. Affirmed as to trade- 


mark infringement. 


Charles E. Townsend and Dewey, Strong & Townsend, all of 
San Francisco, Cal., for appellant. 

Wm. A. Smith, of San Francisco, Cal., and James Love 
Hopkins, of St. Louis, Mo. (N. A. Acker, of San Fran- 
cisco, Cal., of counsel), for appellees. 


Before Gitsert, Ross, and Hunt, Circuit Judges. 


Gitsert, C. J.: This is an appeal from a decree of injunc- 


tion and an order directing an account of profits and damages for 
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infringement of three trade-marks and four patents, all issued to 
Alexander Block, and all relating to insoles for shoes. The trade- 
marks are the word “Wizard,” certificate No. 110,976, issued June 
20, 1916, and the technical trade-marks “Arch Builder” and “Heel 
Leveler.” 

We think that the court below properly disposed of all ques- 
tions which arise in connection with the use of the trade-marks. 
The word “Wonder,” upon goods identical in appearance with the 
plaintiff’s goods, conveys the same idea as does the word “Wizard,” 
and its use is an infringement. National Biscuit Co. v. Baker 
(C. C.) 95 Fed. 1385; Florence Mfg. Co. v. J. C. Dowd & Co., 178 
Fed. 73, 101 C. C. A. 565; Aluminum Cooking U. Co. v. National 
Aluminum Works (D. C.) 226 Fed. 815 [6 T. M. Rep. 42]; Daniel 
O’Donnell v. Riscal Mfg. Co. (D. C.) 228 Fed. 127 [6 T. M. Rep. 
108]. And the terms “Arch Builder” and “Heel Leveler,” as used 
by the plaintiffs, are susceptible of exclusive appropriation, since 
they are used in a secondary sense. The primary meaning of “arch 
builder” is one who builds arches. No suggestion is conveyed that 
the arch referred to is the arch of the foot. The primary meaning 
of “heel leveler’” is perhaps more obscure, but it is more suggestive 
of the shoemaker’s trade than that of the chiropodist. It is only in 
its application to the plaintiffs’ device that its significance becomes 
es SF se Ss 

The cause will be remanded to the court below, with instruc- 
tions to dissolve the injunction as to patents 1,127,349 and 
1,061,353. In other respects the decree is affirmed. In the view 
of the defendant’s inequitable use of advertising matter, we are not 
disposed to award costs to either party on the appeal. 
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Societe ANONYME pu Fi_ttrE CHAMBERLAND SyYSTEME PaAstTewuR Vv. 
Pasteur CHAMBERLAND FILTER Co. 


United States District Court 
Southern District of Ohio, June 27, 1918 


1. Trape-Mark—Prorer NAMEs. 

The names of two eminent scientists, inventors of an appliance for 
filtering water, may form a good trade-mark for the appliance. 
Trapve-Mark—Ricut to Use—Estorre. 

One who has enjoyed the right to use plaintiff's trade-mark upon 
appliances made under contract with plaintiff is estopped to question 
plaintiff’s right to use the mark. 

3. Uwnratr Competition—Score or Business. 

The manufacturer of bougies for filtering has a right to control 
the manufacture of the apparatus in which the bougies are used to 
make up a complete filter, and to continue the use of its name in 
connection with the manufacture and sale thereof. Such control is 
necessary to protect its business reputation in the bougies of its manu- 
facture. The fact that only the manufacturer’s genuine bougies are 
used in the defendant’s filters gives no right to the use of the former’s 
name thereon. 


wo 


In equity. On final hearing. Decree for plaintiff. 


Justin S. Galland, for plaintiff. 
Brown & Frank, for defendant. 


Houuster, D. J.: Plaintiff is a corporation of France or- 
ganized in 1886. In that year a process or system of filtration, 
together with the apparatus designed to carry it out, whereby 
water and other fluids might be rendered bacteriologically sterile, 
was devised by the eminent scientists Pasteur and Chamberland, 
to which they applied the name “Pasteur-Chamberland” and con- 
veyed their rights to plaintiff. Defendant, The Pasteur Chamber- 
land Filter Co., is a corporation of Ohio organized in 1887, by the 
consent of the plaintiff, for the purpose of manufacturing and sell- 


ing Pasteur-Chamberland filters and supplying them upon the 
American continent, and at the time that this suit was brought was 
engaged in the manufacture and sale of filters and other articles 
in Dayton, Ohio. The other defendants are citizens and residents 
of Dayton, and since August, 1916, are either officers or directors 


of The Pasteur Chamberland Filter Co. 
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The essential feature of the apparatus is the filtering medium 
or bougie, exclusively manufactured by the plaintiff in France and 
always stamped with its corporate name. The filtering medium is 
attached to a reservoir from which water is forced through, it being 
enclosed within a casing to prevent contamination from the outer 
air. The bougie itself may be called a filter, for it filters the fluid, 
but the entire apparatus containing the bougie is called a filter in 
ordinary parlance. 

It does not directly appear that the plaintiff at any time manu- 
factured anything but the bougie itself, although it appears that it 
sold, prior to 1888, a few complete apparatus containing the bougie, 
in the United States. 

Through a series of three successive contracts, beginning with 
the year 1888, The Pasteur Chamberland Filter Co. became plain- 
tiff’s exclusive licensee in the United States for the manufacture 
and sale of Pasteur-Chamberland filters, upon certain conditions in 
the contract set forth, among them being that it must purchase from 
plaintiff and use in the filters plaintiff's bougie; that it must affix 
plaintiff's corporate name to all filters manufactured and sold by it; 
that it must pay plaintiff a fixed royalty upon its sales; that it 
must not manufacture any filters other than in accordance with the 
Pasteur-Chamberland system. Through the contracts, the last of 
which expired December 31, 1912, the defendant was given the 
exclusive right to manufacture and sell the filters in the United 
States, Canada and Mexico, and to use plaintiff's patents and trade- 
marks in connection therewith, and the right to use the name 
Pasteur-Chamberland in its business. By the contracts no other 
filters containing that bougie were to be made in the United States 
by any other than the defendant corporation. 

For the twenty-six years of the existence of the contracts of 
license, and up to the expiration of the last contract, December 31, 
1912, The Pasteur Chamberland Filter Co. manufactured and sold, 
under the names ‘“Pasteur-Chamberland Filter” and “Pasteur 
Germ-Proof Filter,’ a large number of filters embodying the 
Pasteur-Chamberland system, and containing the bougies manu- 
factured by the plaintiff and furnished by it, and complied with all 
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terms of the license in affixing to the filters plaintiff’s corporate 
name, and duly paid all royalties. The filters came into extensive 
use in the United States under those names, and it cannot be doubted 
that it was the names of Pasteur and Chamberland, particularly the 
former, as well as the efficiency of the apparatus, which brought 
about public acceptance of the value of the apparatus manufactured 
by the defendant company. The names denoted origin as well as 
quality. 

In May, 1914, the Pasteur Chamberland Filter Co. sold sub- 
stantially all of its assets and effects to the Pasteur Filter Sales & 
Repairing Co., a New York corporation, which thereafter continued 
the business of its vendor, although it does not appear that it manu- 
factured any apparatus containing the plaintiff's bougies, or was 
ever given the right to manufacture or sell and to use the names 
Pasteur and Chamberland, or either of them, or plaintiff's name, in 
connection therewith. The Pasteur Chamberland Filter Co. then 
had no existence except in name and for the purpose of collecting 
purchase money notes made by its vendee. 

The defendant deBeuckelaere, endorser on the notes, and an 
officer of the Pasteur Filter Sales & Repairing Co., confessed in 
behalf of that company, and against it, a judgment under which all 
of its property in the State of Ohio was sold under order of court 
and purchased by the individual defendants. That company had, 
after its purchase of the assets of The Pasteur Chamberland Filter 
Co., conducted its business in Ohio, in the same premises which had 
been used by its vendor. The purchase by the individual defend- 
ants was in pursuance of their plan to obtain possession of the 
plant and conduct their business under the name of The Pasteur 
Chamberland Filter Co., and they procured an assignment to them- 
selves, without consideration, from the stockholders of The Pasteur 
Chamberland Filter Co. of that company’s entire capital stock, 
elected themselves officers and directors of the corporation, and 
began the manufacture and sale of filters under the corporate title 
The Pasteur Chamberland Filter Co., which, at the time this suit 
was brought, and under that name, were manufacturing filters, some 
containing the Pasteur-Chamberland bougie and some not, and they 
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employed substantially the same letter-heading, printed matter and 
literature as was formerly used by The Pasteur Chamberland Filter 
Co., and conducted their business in the place where that company 
had formerly been located. 

In 1910, defendant company amended its articles and acquired 
the right to make and sell other commodities besides filters. 

None of the stockholders, directors or officers of The Pasteur 
Chamberland Filter Co. prior to the sale of its assets have any 
present connection with the company, nor is there any person now 
connected with it who was concerned in it prior to that time. 

The Pasteur Chamberland Filter Co. since August, 1916, had 
made large sales of filters under its name, and had derived large 
profits, and the corporation threatens to continue to sell filters under 
that name, claiming as of right. 

Plaintiff prays that the defendants be enjoined from using the 
names “Pasteur-Chamberland Filter,” ‘Pasteur Germ-Proof Filter” 
and ‘Pasteur Filter,’ or any name or names substantially identical 
therewith, or in combination with them, either for their corporate 
title or in connection with the business of manufacturing and selling 
filters, from stamping filters of their manufacture with any of those 
names, and from representing their filters as Pasteur-Chamberland 
filters, or Pasteur filters, and from using the name “Pasteur” or 
“Chamberland” in any manner whatsoever. calculated to deceive 
purchasers of filters as to the origin thereof; for an accounting; 
and for the delivery to the plaintiff of all nameplates bearing plain- 
tiff’s corporate name now in defendant’s possession, and all letter- 
heading, literature and advertising matter bearing the defendant’s 
corporate name, and all literature and advertising matter in relation 
to Pasteur-Chamberland filters or to plaintiff, now in possession of 
the defendants or under their control. 

It is admitted in the answer that defendant had manufactured 
and sold filters containing bougies other than of plaintiff's manu- 


facture, while at the hearing there was evidence tending to show 


that then, at least, it was not employing any other bougies than 
plaintiff’s in the manufacture of any filters, and that it was a matter 
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of no difficulty to purchase plaintiff's bougies through brokers, from 
whom it purchased the bougies being used by it in filters. 

It may be gathered from all the testimony and circumstances 
that after the sale of the assets of The Pasteur Chamberland Filter 
Co. of Ohio to the Pasteur Filter Sales & Repairing Co. of New 
York, a controversy between the defendant corporation and the 
Pasteur Filter Sales & Repairing Co. of New York, or the officers 
of it, is the occasion for the assertion by the plaintiff of the rights 
it claims against the defendants. However that may be, the plaintiff 
is the real party in interest, and may maintain the suit as such if, 
upon the facts, any of its rights have been infringed. 

Inasmuch as counsel for plaintiff admits the right of The 
Pasteur Chamberland Filter Co., as reorganized by the individual 
defendants, to make and sell under that name other articles than 
filters, this court expresses no opinion on that subject. 

Since the bougie by itself, though capable when attached to a 
water faucet, of filtering, has not been so used in practical opera- 
tion, and probably cannot be, but is enclosed in a casing or cover to 
prevent contamination from the outer air, and doubtless also for 
protection, for it is quite brittle, the words “filter” and “apparatus” 
used in the contracts are here construed to mean the entire structure. 
Purchasers of filters from the defendant company have in mind the 
entire apparatus, and, when purchasing, believe they are buying 
filters devised by the Pasteur and Chamberland, the former, at least, 
having a world-wide reputation for scientific knowledge and skill. 

Pasteur and Chamberland, the names of distinguished scientists, 
are properly made the subject of a trade name or mark. It has 
been held that names of eminent persons may be so used, even while 
they are alive. Messerole v. Tynberg, 36 How. Pr. 114; Stephano 
Bros. v. Stamatopoulos, 238 Fed. 89, 92, 93 [7 T. M. Rep. 34]. If 
such persons objected to such use, another question is presented; 
but it is certainly true that such names may be used for such purpose 
if adopted by their authority, as was the fact in this case. At any 
rate, the defendant company, in the light of the contracts and of its 
own representations to the public, cannot now be heard to deny the 
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right of the plaintiff to adopt those names, both in its corporate title 
and as trade names or marks, 

The plaintiff's corporate character is not denied, nor could it 
be, by defendant company, and the translation of the corporate 
name offered by plaintiff's counsel, “Pasteur Chamberland Filter 
System Corporation,” is accepted as correct, in the absence of a 
better or any translation suggested by defendant. Plaintiff's name 
and defendant corporation’s name are in substance the same, and 
convey the same meaning to the purchasing public. Each means 
that its owner deals in filters made according to the Pasteur- 
Chamberland system, and with their authority. Defendant com- 
pany advertised that fact, even to the extent of using a purported 
portrait of Pasteur in its advertising literature. 

Nor in the light of express recitals in the contracts and after 
the lapse of now more than thirty years can the defendant corpora- 
tion be permitted to deny the acquirement by plaintiff of all the 
rights Pasteur and Chamberland had in the apparatus devised by 
them, nor the right of the plaintiff to grant an exclusive license to 
the defendant corporation, or anyone else, to manufacture ap- 
paratus containing the Pasteur-Chamberland bougie for such length 
of time as might be agreed upon. Ritz, etc., Co. v. Driggs, etc., Co., 
237 Fed. 125, 128 [7 T. M. Rep. 54]. That time in this case ended 
December 31, 1912, and it will not be necessary to cite authorities for 
holding that afterwards the defendant had no right to manufacture, 
under its corporate name, any filtering apparatus containing other 
bougies than those made by plaintiff. Defendant’s answer admits 
having done so. It is in evidence that the defendants had stopped 
doing this, and at the time of the hearing were using in their filters 
only the plaintiff's bougies. In the face of the admission this evi- 
dence is of no value. However, no expression of future purpose 
was made, but even if it had been, an injunction would nevertheless 
issue. Routh v. Webster, 10 Beav. 561, 563, is authority enough 
for so holding. An injunction will therefor issue in that behalf, 
and also against selling under the corporate name filters not em- 
ploying a bougie but embodying another system. 
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While a few completely constructed apparatus were introduced 
by plaintiff into this country prior to the contract, it does not ap- 
pear that plaintiff ever manufactured the complete apparatus in 
the United States. This is not to say it had no right to manu- 
facture and sell. Its name indicates the possession of such powers 
as are necessary to put its bougies on the market, and since it made 
the defendant corporation its exclusive licensee in the United States, 
Canada and Mexico, to manufacture and sell apparatus containing 
its bougies, it may be assumed that it had the right to manufacture 
and sell such apparatus. At any rate, the defendant corporation, 
after manufacturing under the license for so many years, cannot 
be heard to deny it had such power. 

Plaintiff itself may wish to manufacture and sell (Kodak- 
Bicycle Case, 15 Rep. of Pat. Cases, 105, 110), or to grant such 
an exclusive license as the defendant enjoyed for more than twenty- 
five years, to another of its own choice. If defendant corporation’s 
claim of right were admitted, the original grant of license to make 
and sell apparatus containing plaintiff's bougies under the name 
Pasteur-Chamberland would, although limited in time by express 
contract, become perpetual, and the plaintiff's right to itself manu- 
facture and sell, or license others to manufacture and sell, under its 
corporate title or trade name, embodying the names “Pasteur” and 
“Chamberland” any filters so marked, must, because of the grant 
and its expiration, be considered as abandoned. This cannot be. 
All that defendant had was a license limited in time. Munn v. 
Americana Co., 82 N. J. Eq. 63 [3 T. M. Rep. 504]; Laurer Brew- 
ing Co. v. Ehresman, 127 App. Div. (N. Y.) 486; Waterproofing 
Co. v. Hydrolithic Cement Co., 153 App. Div. (N. Y.) 47 [8 T. M. 
Rep. 50]; Krauss v. Peebles’ Sons Co., 58 Fed. 585. 

Prior to the contracts plaintiff had adopted and used its cor- 
porate name and mark on its bougies and on its filtering apparatus 
containing the bougies. How extensively in France and elsewhere 
than in the United States does not appear. Those names and 
marks were then the subject of property in connection with an 
existing business. This made them valid names and marks. Han- 
over Milling Co. v. Metcalf, 240 U. S. 403, 414 [6 T. M. Rep. 149]; 
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Merriam v. Saalfield, 198 Fed. 369, 372 [2 T. M. Rep. 443]. A 
few of the complete apparatus were sold by plaintiff in the United 
States, with the intention of introducing them into this country. 
That was sufficient to establish plaintiff's right. Ritz Cycle Co. v. 
Driggs, etc., Corp., 237 Fed. 125 [7 T. M. Rep. 54]. But however 
that may be, the defendant recognized that right, and cannot be 
heard now to deny it, for it took its right, now ended, by permission 
of the plaintiff. At the termination of the contracts defendant evi- 
dently thought, as was the case, that its right had come to an end. 
It ceased to do business, and sold its assets to the Pasteur Sales & 
Repairing Co. of New York. Defendant, as a maker of Pasteur 
filters, had then no good-will to sell, although it had built up a 
business in Pasteur filters. 

It is to be inferred from the fact that the Sales Company of 
New York carried on the business, and from all of the circumstances, 
that the plaintiff (whether by license does not appear) furnished 
the Sales Company with bougies. The manager of the Sales Com- 
pany at Dayton and those in control of it at New York fell out. 
It is not necessary to determine who was to blame, but the purchase 
by the Dayton manager and the other individual defendants of the 
assets at Dayton of the New York Co. carried no right to appro- 
priate such right as the New York Co. had to manufacture filters 
containing plaintiff's bougie, if it had any, and certainly did not 
carry to them the right to use plaintiff's name and mark on filters. 

The acquisition by the individual defendants of the defendant 
company’s name by obtaining its capital stock was in effect an 
appropriation of plaintiff's name, to be used by defendant on 
filters made by it as if under plaintiff’s authority and the authority 
of the eminent names attached to plaintiff's business. The only 
purpose of this as applied to the filter business was to deceive the 
public into the belief that defendant’s filters were genuine Pasteur- 
Chamberland filters. Assuming, for the immediate question that 
defendant company used only plaintiff’s genuine bougies, its name, 
nevertheless, led the public to believe that the entire structure was 
sold under the authority of the scientists whose names appear in 
defendant’s corporate title, as well as on the apparatus made by 
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them. This was an injury to plaintiff, because it had the right to 
choose the persons to put its goods upon the market, between whom 
and the defendant there would be competition. It might be that 
the defendant, making other articles than filters, might neglect the 
filter business, which defendants say is only a part of their business, 
and become less particular in constructing the apparatus. In this 
way the reputation of plaintiff's bougies and system of filtering 
might be seriously injured. From defendant’s corporate name the 
inference is drawn of a connection between plaintiff's Pasteur- 
Chamberland system and defendant’s business in filters, and it might 
be, also, that if plaintiff, with knowledge of such use, did not seek 
to prevent it, plaintiff might be involved in litigation and annoyance. 

The substance of defendant’s claim is that if it can, as it ap- 
parently does, obtain the genuine bougies in the open market, it 
can use plaintiff's name and mark against plaintiff’s will, although 
its right to do so had ended. There is something wrong about this. 

It is argued with much plausibility that by so doing there is no 
injury to the plaintiff; that competition between the defendant and 
plaintiff's licensee will increase the sale of bougies; that in any 
event the plaintiff gets paid when it sells its bougies, whosoever 
makes the apparatus to contain them; that this is to plaintiff's ad- 
vantage rather than to its detriment; and that in any event there is 
no unfair competition, or any competition, between plaintiff and the 
defendant corporation, because plaintiff does not manufacture filters. 
It is admitted that it does not do so. 

Without debating these various contentions or deciding any 
of them, it is considered sufficient to say that there are two reasons, 
at least, why the defendants cannot prevail. The plaintiff has the 
right to manufacture the complete apparatus containing its bougies. 
Such apparatus would be the genuine Pasteur-Chamberland filter. 
No others would be genuine, even though they contain plaintiff's 
genuine bougies. If plaintiff exercised the right to manufacture, 
it would find the defendant its competitor in the market, operating 
under the plaintiff's name. It makes the bougies now, and has for 
forty years. That business is so akin to the manufacture of filters 
containing the bougies that they are substantially the same, or so 
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much alike as to bring within the condemnation of the law the de- 
fendant’s conduct in applying the plaintiff's name to filtering ap- 
paratus made by it containing plaintiff's genuine bougies. 

Analogous cases may be found. It may be sufficient to refer to 
Florence Mfg. Co. v. Dowd Co., 178 Fed. 73; Brit. Am. Tobacco 
Co. v. Am. Cigar Stores Co., 211 Fed. 935 [4 T. M. Rep. 48]. In 
the case last named Judge Coxe said: 

“To change the defendant’s name can injure no one, to retain it may 
mislead the public, confuse the trade and seriously injure the complainant’s 
business. When such an alternative presents itself, the duty of a court 
of equity is plain, viz., to stop the unfair proceeding in limine. We think 
that the use of a name which is not descriptive of the defendant, which is 
not true in fact and which the defendant has no inherent right to appropri- 
ate may mislead the public in the sale of its products and securities and 
injure the business and credit of the complainant. If the defendant in- 
tends to deal fairly, it can do no harm to change its name; if it intends to 
use the name unfairly, it should be compelled to change it.” 

The adoption of the corporate name of defendant is, so far as 
the filter business at least is concerned, intended to deceive. If it is 
not intended to deceive, it does deceive, which in the law, is the same 
thing, for the intention is presumed. 

The other reason is that the plaintiff has the right not to have 
its name appropriated by the defendant for a business with which 
plaintiff has no connection and over which it has no control, by 
contract or otherwise; and not to be subjected to possible litigation, 
annoyance and expense, or injury to its reputation and the reputa- 
tion of its bougies or filters made by it, should it wish to make them, 
or made by some one whom it licenses to make them. Dealers and 
users might not unreasonably infer that defendant’s filters with the 
genuine bougie in them were made by plaintiff, or under its au- 
thority, and “trade disputes and complications leading to expendi- 
ture of valuable time and efforts to remove the false impression, 
even if it did not lead to the costs and expenses of actual litigation” 
might be produced. This was said by Judge Denison in Chemical 
Co. v. Levinson, 247 Fed. 658, 661, 662 [8 T. M. Rep. 171], who 
said also: 


“That this is a kind of injury of which the law must take notice seems 
to us the necessary result of the fundamental principles involved; but if 
somewhat specific support in precedent is desired, it may be found in East- 
man Co. v. Cycle Co., 15 Patent Cas. 105, and Walter v. Ashton (1902), 2 








= 








308 EIGHT TRADE-MARK REPORTER 


Chancery 282. In the former of these cases it was held that a defendant 
should not be allowed to sell ‘Kodak Bicycles’ because of the injuries 
naturally resulting to the established trade in ‘Bicycle Kodaks’; and, in 
the latter, the defendant was not allowed to call its bicycle a ‘Times’ 
bicycle, and represent that it was made by or for the newspaper of that 
name.” 

Some analogy also may be found in Routh v. Webster, 10 
Beav. 561. 

This court has jurisdiction, for the acts complained of are a 
continuing trespass and the injury, if the conclusion reached on the 
merits is correct, is irreparable. Griggs, Cooper Co. v. Erie Pub- 
lishing Co., 131 Fed. 359, 369; Moline Plow Co. v. Omaha, etc., Co., 
235 Fed. 519, 5385 [6 T. M. Rep. 553]; Stephano Bros. v. Stamato- 
poulos, 238 Fed. 89, 91 [7 T. M. Rep. 34]. 

An injunction will issue against the defendants enjoining them 
from making and selling any filters, whether containing plaintiff's 
bougies or not. The defendant must account to plaintiff for profits 
on all filters made and sold not containing plaintiff’s bougies, but 
as it does not appear that any actual injury has been sustained by 
plaintiff through the manufacture and sale by defendants of filters 
containing plaintiff's genuine bougies, defendants need not account 
for profits on these. 


[The terms of the decision, granting an injunction against the manu- 
facture or sale of filters by defendant, is presumably intended to mean, 
in connection with or under its present corporate name. 

This decision may be profitably compared with the Prest-O-Lite cases 
(Searchlight Gas Co. v. Prest-O-Lite Co., 4 T. M. Rep. 273; Prest-O-Lite 
Co. v. Davis, 4 Id. 419; Same v. Heiden, 5 Id. 119; Same v. Ray, 7 Id. 381) 
on the question of the extent to which the maker of a trade-marked article 
may control the manner of its use]. 


HeLMuTH GUTMANN v. Jacques BENDIEN 
New York Supreme Court 


Special Term, July 25, 1918 


Unrair ComMpPetirion—IMiItTATION oF PicTuREs. 

Pictures that may be made the subject of copyright and thus pro- 
tected cannot be protected against imitation on the theory of unfair 
competition. Nor can titles associated with them be so protected, un- 
less on proof that the names themselves have acquired a trade value. 


On motion for preliminary injunction. Denied. 
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Blumenthal & Levy, for plaintiff. 
Goldman, Unger & Kohlman, for defendant 


GREENBAUM, J.: The plaintiff is in error in assuming that the 
court had overlooked or misapprehended the theory of his alleged 
cause of action. The court’s views of the law applicable to the 
state of facts are simply not in consonance with those urged by his 
learned counsel, arising perhaps from the circumstance that he fails 
to differentiate between the law applicable to an artistic or literary 
production and that which applies to ordinary merchandise (Bam- 
forth v. Douglass Post Card Machine Co., 138 Fed. Rep. 355). In 
the former case the artistic or literary work is in itself capable of 
protection under the Copyright Laws and when copyrighted, an in- 
fringement thereof, whether in whole or in part, will be enjoined in 
the federal courts, which have exclusive jurisdiction. The failure 
to copyright an artistic or literary production results in its dedica- 
tion to the public. To hold that an allegation that the defendant's 
pictures are calculated to deceive the public into believing that they 
are the pictures of the plaintiff creates an action into one arising 
from unfair competition, cognizable in a state court, would result 
in effect in ignoring the federal statute under which the creator of 
an original work of art can only be protected against imitators by 
copyrighting it. A valid copyright confers an absolute right, en- 
forcible regardless of whether the imitation is innocently done or 
with the intent to deceive the public, and an allegation of such intent 
would be superfluous. In the case of ordinary merchandise, a trader 
may adopt a distinctive method or style of packing his goods and 
also a special designation or name under which they are sold as a 
means of identification of his wares and of establishing a reputation 
as to their quality. The title or name under which the merchandise 
is sold may constitute a trade-mark which the state courts will pro- 
tect under the doctrine of unfair competition. Such a case was 
Liggett & Meyer Tobacco Co. v. Hynes, 20 Fed. Rep. 883, which 
the plaintiff’s counsel cited on his brief. Although the title of a 
picture or play is not protected by the copyright, yet the owner of a 
copyrighted play may incidentally secure trade-mark rights in the 
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name or title of his play, enforcible in the state courts, if it has 
acquired a trade significance upon the theory of unfair competition 
(Selig Polyscope Co. v. Unicorn Film Corp’n, 163 N. Y. S. 62, 
63 [7 T. M. Rep. 1389]; Klaw v. General Film Co., 154 N. Y. S. 
988 [5 T. M. Rep. 99].) Plaintiff’s claim of defendant’s unfair 
competition rests upon the alleged similarity of defendant’s pictures 
to those of the plaintiff in respect of subject-matter, color scheme, 
background and other details, including in two or three instances 
similarity in titles of the pictures, and it is not based upon the asser- 
tion of a trade value acquired in the titles of the pictures. The 
court has not passed upon the legal effect of defendant’s actions, but 
it holds that upon the state of facts submitted, the relief, if any, to 
which plaintiff may be entitled must be worked out under the Copy- 
right Law, excepting possibly the instances in which the titles of 
plaintiff's pictures were simulated by defendant, provided the plain- 
tiff has shown that the tiles to his pictures have acquired a trade 
value. As stated in the original memorandum filed upon the motion 
for injunction, the court is of opinion that the views expressed in 
the opinion in Bamforth v. Douglass Post Card & Machine Co., 
supra, are controlling upon the rights of the parties. Motion for 
reargument denied. 


In rE Estate or P. D. Becxwirtn, Inc. 
(252 O. G. 245) 


Court of Appeals of the District of Columbia, May 27, 1918 


1, Trape-Mark—RecistraBitiry—Descriptive TERMs. 
A mark which contains as its dominant features words aptly de- 
scriptive of the goods to which it is applied is not registrable. 
2, Trape-Mark—REGistraBILITY—DIscLaIM_ER. 
The objection to descriptive matter in a trade-mark which con- 
stitutes a bar to its registration cannot be overcome by a mere dis- 
claimer. The objectionable matter must be removed from the mark. 


For the decision of the Commissioner of Patents, see 7 T. M. 
Rep. 290. 


Mr. H. C. Howard for the appellant. 
Mr. T. A. Hostetler for the Commissioner of Patents. 
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Van OrspveL, J.: This appeal is from the decision of the Com- 
missioner of Patents denying the application of appellant for the 
registration of the following trade-mark for “hot air and combined 
hot air and hot water heaters and furnaces”’: 


The Commissioner tendered registration of the figure with 
the words ‘“Moistair Heating System” eliminated, which appellant 
refused—hence this appeal. The reason assigned by the Commis- 
sioner is that— 


applicant has an exclusive right to all these features except the phrase 
“Moistair Heating System,” and it has in common with the public generally 
also the right to use, but not to register, these descriptive words. 


The Trade-Mark Act of February 20, 1905 (33 Stats. L. 724), 
in section 5, among other things, provides 


that trade-marks which are identical with a registered or known trade-mark 
owned and in use by another, and appropriated to merchandise of the same 
descriptive properties, or which so nearly resemble a registered or known 
trade-mark owned and in use by another, and appropriated to merchandise 
of the same descriptive properties, as to be likely to cause confusion or 
mistake in the mind of the public, or to deceive purchasers, shall not be 
registered: Provided, That no mark which consists merely in the name of 
an individual, firm, corporation, or association, not written, printed, im- 
pressed, or woven in some particular or distinctive manner or in association 
with a portrait of the individual, or merely in words or devices which are 
descriptive of the goods with which they are used, or of the character or 
quality of such goods, or merely a geographical name or term, shall be 
registered under the terms of this act. 


It must be conceded that the words “Moistair Heating System” 
are descriptive of the merchandise on which the mark is used and 


for which registration is sought. These words, standing alone, are 
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clearly unregistrable, and are open to public use, limited only by 
the principles involved in unfair competition. If these words con- 
stitute an essential feature of the trade-mark, it is sufficient to 
defeat registration. A mark, certain features of which are merely 
suggestive of character or quality, is one thing; but a mark like the 
present, which contains as its dominant feature words aptly de- 
scriptive of the character or quality of the goods to which it is ap- 
plied, is quite another thing. In such cases, where the descriptive 
words are the dominant feature of the mark, registration should be 
denied. (Johnson v. Brandau, 32 App. D. C. 348, 139 O. G. 732; 
In re Schweinfurter, 38 App. D. C. 279 [2 T. M. Rep. 170]; In re 
Excelsior Shoe Co., 40 App. D. C. 480, 196 O. G. 805 [3 T. M. Rep. 
554|; In re Motz Tire & Rubber Co., 40 App. D. C. 487, 193 O. G. 
513 [7 T. M. Rep. 32].) 

The statute not only prohibits the registration of marks which 
are descriptive, but of marks which would be likely to cause con- 
fusion in trade. ‘Moist air heating system” is the trade-name of a 
large class of merchandise. There are numerous styles of “hot air 
and combined hot air and hot water heaters and furnaces” manu- 
factured and on the market, on which the owners are entitled to use 
the common designation here sought to be monopolized. The statute 
does not contemplate that the Commissioner shall register a mark 
with descriptive words in it, and wait until another applies for 
registration of the same or a similar mark before he can apply the 
restriction as to confusion. It is sufficient if the mark is known to 
be in use, or its equivalent, a trade-name common to a large class of 
merchandise, upon one branch of which it is sought by the applicant, 
through the agency of registration, to monopolize the use of the 
mark. In the matter of the registration of trade-marks, the Com- 
missioner represents the public. The section of the statute here in 
question relates primarily to the protection of the public, and the 
controlling provision is that which forbids the registration of any 
mark which may lead to confusion in trade. That being true, the 
uniform holding of this court that registration of marks will be re- 
fused in which descriptive words constitute the dominating feature, 
will be adhered to. 
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The attempt to register a trade-name which would damage 
others engaged in handling the same class of merchandise to which 
the mark is applied and for which registration is sought, has gen- 


erally been held to constitute a ground for opposition proceedings. 


In Johnson v. Brandau, supra, sustaining the opposition on the 
ground that the opposer had used the mark merely as a trade-name, 
the court said: 


If registration be allowed, it becomes prima facie evidence of the ap- 
pellant’s ownership of it as a valid trade-mark * * * in any action which 
he may institute against the opposer or others who may use the word as a 
general trade-name for similar articles of goods. Having used the word 
as such a trade-name, although not entitled to ownership of it as a trade- 
mark, we think it is permissible for the opposer to make opposition to the 
registration by the applicant. 


In Natural Food Co. v. Williams, 30 App. D. C. 348, 133 O. G. 
232, involving the right to register the mark “Shredded Whole 
Wheat,” when it appeared that the opposer had never used the 
words as a trade-mark, the court said: 


That he (the opposer) did not use the words as a trade-mark, but 
merely in a descriptive sense, is of no moment. He, in common with all 
other manufacturers of shredded whole wheat, had the same right to 
properly designate their product as did the Natural Food Company. 


The term or trade-name “moist air heating system’ is generic, 
and is descriptive of specific articles of manufacture belonging to 
one general class of merchandise. The name is common to all, and 
may be aptly used as descriptive of each. Such a name may not be 
monopolized as a trade-mark. 

In Standard Paint Co. v. Trinidad Asphalt Co., 220 U.S. 446, 
453, 165 O. G. 971 [1 T. M. Rep. 10], the court, considering the 
validity of the word ‘“Rubberoid” as a trade-mark for paint said: 


The Asphalt Company also makes a roofing, not, however, of the same 
material as that of the Paint Company, but of the same thickness as the 
latter, and cut in the similar widths and lengths, and sells it under the 
name of “Rubbero” roofing. Two contentions are made by the Paint Com- 
pany: (1) That its trade-mark is a valid one and has been infringed by 
the Asphalt Company. (2)That the latter has been guilty of unfair com- 
petition. The court of appeals decided adversely to both contentions. (163 
Fed. Rep. 977). Of the first contention the court said it was clear that the 
Paint Company “sought to appropriate the exclusive use of the term rub- 
beroid,” and that its rights were to be adjudged accordingly, and that as 
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the latter, being a common descriptive word, could not be appropriated as a 
trade-mark, the one selected by the Paint Company could not be appro- 
priated. The court said: “A public right in rubberoid and a private 
monopoly of rubberoid cannot coexist.” The court expressed the determined 
and settled rule to be “that no one can appropriate as a trade-mark a 
generic term or one descriptive of an article of trade, its qualities, in- 
gredients or characteristics, or any sign, word or symbol which from the 
nature of the fact it is used to signify others may employ with equal 
truth. 

By indisputable analogy, it follows that to give the statute the 
force intended by Congress, primarily to protect the public against 
confusion in trade, the Commissioner may anticipate inevitable con- 
fusion and refuse to grant a monopoly in a mark which is not only 
descriptive in its dominant features, but contains the common trade- 
name of similar commodities in a general class of merchandise. If 
an applicant can register descriptive words or trade-names camou- 
flaged in immaterial and deceptive trimmings, the whole purpose of 
the statute would be nullified. To uphold such procedure amounts 
to countenancing the perpetration of a fraud in the face of the clear 
intent of Congress. The conclusion, when measured in the light of 
the evident purpose of the statute, seems to be irresistible. It is 
so just and so manifestly in accord with the spirit of the law that a 
different interpretation should not be indulged through any tech- 
nical, finespun, literal construction of the statute. 

Opportunity was given appellant in the Patent Office to eli- 
minate from his mark the words “Moistair Heating System,” and 
accept registration of the fanciful portion of the design. Clearly 
this is all to which he is entitled. It, however, can be accomplished 
only by elimination from the registered mark, and not merely by 
filing a disclaimer in the Patent Office. (Johnson v. Brandau, 
supra; Electro Steel Co. v. Lindenberg Steel Co., 43 App. D. C. 
270, 215 O. G. 977 [5 T. M. Rep. 295]; Fishbeck Soap Co. v. 
Kleeno Mfg. Co., 44 App. D. C. 6, 216 O. G. 633 [5 T. M. Rep. 
327].) 

The decision of the Commissioner of Patents is affirmed, and 
the clerk is directed to certify these proceedings as by law required. 

Affirmed. 


Mr. Chief Justice SmytH concurring specially: 
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I concur in the opinion and judgment of Mr. Justice Van Orsdel 
on the ground of stare decisis. It seems to me that if the rule so 
often announced by this court either directly or inferentially is to be 
changed, it should be done by Congress and not by the court. If, 
however, the question was one of first impression, I would join in 
the conclusion announced by Mr. Chief Justice McCoy. 

Mr. Chief Justice McCoy dissenting: 

The statutes concerning the registration of trade-marks pro- 
vide among other things as follows: 


That the owner of a trade-mark used in commerce * * * may obtain 
registration for such trade-mark by complying with the following require- 
ments. (Here follow provisions in relation to the application for registra- 
tion.) 

Sec. 2. That the application * * * must be accompanied by a written 
declaration * * * to the effect that the applicant believes himself * * * to 
be the owner of the trade-mark sought to be registered; * * * that such 
trade-mark is used in commerce * * *, 

That no mark by which the goods of the owner of the mark may be 
distinguished from other goods of the same class shall be refused registra- 
tion as a trade-mark on account of the nature of such mark unless such 
mark consists of or comprises immoral or scandalous matter. (Sec. 5 a.) 

Consists of or comprises the flag, coat of arms, or other insignia of the 
United States * * *. 

Provided, That no mark which consists * * * merely in words or de- 
vices which are descriptive of the goods with which they are used or the 
character or quality of such goods * * * shall be registered under the 
terms of this act. (Sec. 5 b.) 


It has been decided by this court that a trade-mark which com- 
prises words merely descriptive cannot be registered, but that is not 
what the statute says. I cannot see that the proviso in regard to 
the use of descriptive words needs to be construed, for the language 
is perfectly plain, but if I am wrong in this then the proper con- 
struction of it is made certain by other parts of the section; namely, 
those where the statute reads “consists of or comprises.” (Italics 
mine. ) 

The trade-mark law is nothing but a registration act. (Elgin 
Watch Co. v. Illinois Watch Co., 179 U. S. 665-672, 94 O. G. 755.) 
In refusing registration to marks consisting merely in words or 
devices which are descriptive the act codified the law found in the 
decisions because a mark of that kind was not given protection in 
equity. (Brown Chemical Co. v. Myer, 189 U. S. 540-542, 55 
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O. G. 287.) Nothing else was decided in Standard Paint Co. v. 
Trinidad Asphalt Co., 220 U. S. 446, 165 O. G. 971 [1 T. M. Rep. 
10], cited in the present opinion of Mr. Justice Van Orsdel. 

A so-called common-law trade-mark containing descriptive 
words is protected in equity. (Singer Mfg. Co. v. June Mfg. Co., 
163 U. S. 169; McLean v. Fleming, 96 U. S. 251, p. 256 and passim; 
Williams v. Mitchell, 106 Fed. Rep. 168-171, 96 O. G. 2411; 
Leather Cloth Co. v. American Leather Cloth Co., Ho. Lords Cas., 
1864-1866, vol. 11,523; Siero v. Proverende, 1865, 1 L. Rep. 191; 
Redway v. Banham, 1896, App. Cas. 199; Montgomery v. Thomp- 
son, 1891, App. Cas. L. Rep. 217; Raggett v. Findlater, 1873, 17 
Eq. Cas. 29; Russia Cement Co. v. Lepage, 147 Mass. 206, 211.) 

In the brief for the Commissioner of Patents it is stated as 
follows: 


The recent decisions of the courts, such as Nairn Linoleum Co. v. 
Ringwalt Linolewm Works, O. W. Thum Company v. Dickinson, and others 
that have interpreted the statutes, have to some extent changed the practice 
in the Patent Office, which Office is governed by the decisions of the courts. 

This is a respectful way of saying that the decisions of this 
court have revolutionized the practice in the Patent Office so far as 
concerns the matter here in question. 

The decisions of this court in cases where registration has been 
refused to trade-marks comprising descriptive words seem to be 
based upon some intention of Congress said to be expressed in the 
proviso which reads as follows: 


That trade-marks which are identical with a registered or known trade- 
mark owned and in use by another and appropriated to merchandise of the 
same descriptive properties or which so nearly resemble a registered or 
known trade-mark owned and in use by another and appropriated to 
merchandise of the same descriptive properties is likely to cause confusion 
or mistake in the miud of the public or to deceive purchasers shall not be 
registered, 


and in the present opinion of Mr. Justice Van Orsdel he says: 


The statute not only prohibits the registration of marks which are de- 
scriptive, but of marks which would be likely to cause confusion in trade. 


So it does, provided that the confusion likely to arise would 
come from the registration of a mark identical with a registered or 
known trade-mark or so nearly resembling a registered or known 
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trade-mark as to be likely to cause confusion. Counsel for the 
Commissioner of Patents does not contend that the mark here in 
question is identical with or resembles any registered or known 
trade-mark, and the Commissioner of Patents did not refuse regis- 
tration on either of these grounds. 

It is said that in the matter of registration of trade-marks that 
the Commissioner represents the public. So does any other public 


official; but he misrepresents the public if he acts in contravention 
of the statute. If Congress intended to make him a chancellor it 
was also very careful to limit the scope of his powers. 

I do not find any warrant in the statute for permitting an ap- 
plicant to secure registration of a trade-mark after eliminating any 
part thereof. The statute is clearly against such practice for. it 
says as already quoted that it is “the owner of a trade-mark used in 
commerce” who is entitled to have it registered. He can register 
only what he has used. Elgin Watch Co. v. Illinois Watch Co., 
supra, where the court said: 


Trade-marks are not defined by the act, which assumes their existence 
and ownership, and provides for a verified declaration by applicants for 
registration that they have the exclusive right to the particular trade-mark 
sought to be registered. 

I dissent, though I would not do so had the previous decisions 


of this court established a rule of property. 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Descriptive Terms 


WuitenHeap, A. C.: ‘“‘NoBrakUm,” as a trade-mark for boot 
and shoe shanks is not a merely descriptive expression, nor one mis- 
spelled. ‘No break them” is suggestive, but not a normal mode of 
expressing unbreakability (Cf. “Cumfy Cut,” 4 T. M. Rep. 86).’ 

Wuireneap, A. C.: A maltese cross with the letter “L”’ on it 
and the numerals 16, preceded by “NOVE” followed by “TIES,” 
for boots and shoes, is not merely descriptive, nor is the word 


* Ex parte, J. E. Peckham Co., Inc., 127 Ms. Dec. 170, June 17, 1918. 
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“Novelties” recognizable except on careful examination (Cf. “Klos- 
fit,’ 5 T. M. Rep. 82).’ 

Wuiteneap, A. C.: The trade-mark “Orange Rich” for con- 
centrated orange syrup for a non-alcoholic drink is descriptive. The 
claim that it is built up on the first syllable of applicant’s name, if 
true, is immaterial.* 

Newton, C.: The trade-mark “Unit” for roller brackets for 
belt conveyors is descriptive and is so used in two patents of 
Stephens covering the units for making belt conveyors by building 
up. An amendment of the drawing to embody other arbitrary 
matter on the label will make a valid trade-mark and one registrable 
with a disclaimer of the descriptive matter.* 

Cuiay, A. C.: The word “Velvetoak’” for tanned leather, the 
word “oak” being disclaimed, is not descriptive. It clearly in- 
dicates texture and manner of tanning, but does not deprive others 
of the right to use any term naturally descriptive of leather. 


“Any doubt should be resolved in favor of the applicant, in view of the 
possible remedies for any mistake by opposition and cancellation pro- 
ceedings, in view also of the importance to the public of having as full a 
record as possible of all actually used trade-marks.”* 


Goods of the Same Descriptive Properties 


Wuireneap, A. C.: The word “Liberty” and the representa- 
tion of the Goddess of Liberty holding a tire over her head, for 
rubber tires was refused because descriptive, being the name for 
motor trucks adopted by the United States Army. Held, error. 
Trucks and tires are not goods of the same descriptive properties 
(G. & J. Tire Co. v. G. J. G. Motor Car Co., 190 O. G. 550, 3 T. M. 
Rep. 243).° 


Ex parte, John H. Cross, Inc., 127 Ms. Dec. 171, June 17, 1918. 
? Ex parte, Richardson Corporation, 127 Ms. Dec. 213, June 22, 1918. 


*Ex parte, Stephens-Adamson Mfg. Co., 127 Ms. Dec. 220, June 26, 
1918. 


+ 


Ex parte, Kullman, Salz & Co., Inc., 127 Ms. Dec. 243, June 29, 1918. 
ix parte, Liberty Tire & Rubber Co., 127 Ms. Dec. 244, July 1, 1918. 
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Newton, C.: The trade-mark “Supreme” in script with a 
paraph and a mountain scene, for snap fasteners was properly re- 
jected because of the prior registration of “Supreme” for hooks 
and eyes. Different species of dress fasteners sold by the same 
dealer to the same customers and put on cards in like packages are 


goods of the same descriptive properties.’ 


Disclaimer 


Wuireneap, A. C.: An application was made to register for 
a pile fabric of mohair, a trade-mark consisting of a goat, sur- 
rounded by concentric circles, between which appear the words 
“Goat Brand, Made by Sanford Mills.” The words “Brand” and 
“Made by Sanford Mills’ were removed from the drawing, by re- 
quest of the examiner. Held, there is no objection to these words 
remaining in the drawing of the trade-mark as registered, the picture 
being a good and valid mark in itself. There should be a disclaimer 
in the specification of the words “apart from the mark, as shown 
in the drawing.” Such a disclaimer is part of the certificate of 


registration and makes evident the extent of the applicant’s claim.’ 


Evidence of Use 


Wnuireneap, A. C.: The absence of documentary evidence to 
support a claim of priority of use, or to show assignment of the 
mark and business, is not fatal to the defendant. A transfer may 
be oral and oral testimony of use may be credible and sufficient. A 
later date of use, claimed in the application, is well explained on the 
ground that applicant understood it must publish the mark in cir- 
culars as well as use it. Testimony given two years after alleged 
first use, which is straightforward and unshaken by cross-examina- 


tion and supported by many witnesses is sufficient.* 


* Ex parte, Columbia Fastener Co., 127 Ms. Dec. 223, June 25, 1918. 

? Ex parte, L. C. Chase & Co., 127 Ms. Dec. 190, June 18, 1918. 

*R. M. Hollingshead Co. v. Area Mfg. Co., 127 Ms. Dec. 204, June 27, 
1918, 
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Division of Application 


Newton, C.: An application to register in Class 15, described 
the goods as oils, used indiscriminatey for lubricating, finishing 
and dressing leathers, softening jute and hemp fibre and as wool 
oils for scouring. The examiner held that the goods must be the 
subject of three applications to register in three classes, for lubricat- 
ing oil in Class 15, leather dressing in Class 4 and jute and wool 
oil in Class 6. A search in three classes cannot be made for one 
fee. The fact that the mark is to be registered in foreign countries 


and that the trouble and expense thereof will be trebled cannot alter 
this requirement.’ 


* Ex parte, Vacuum Oil Co., 127 Ms. Dec. 256, July 3, 1918. 





